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I. INCORPORATION BY REFERENCE 

Appellant hereby incorporates herein by reference Sections I-VI and VIII-IX 
of Appellant's Brief mailed on August 31, 2004. 

II. NEW GROUND OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 10 and 30 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Patt et al. ("Alternative Implementations of Hybrid Predictors") 
(hereinafter "Patt") in view of Talcott et al. (U.S. Patent No. 6,289,441) (hereinafter 
"Talcott"). 

III. ADDITIONAL ARGUMENTS 

The Examiner has rejected claims 10 and 30 under 35 U.S.C. § 103(a) as being 
unpatentable over Patt in view of Talcott. Paper No. 18, page 2. Appellant 
respectfully traverses these rejections for at least the reasons stated below. 

A. The Examiner has not provided any objective evidence for combining 
Patt with Talcott. 

A prima facie showing of obviousness requires the Examiner to establish, 
inter alia, that the prior art references teach or suggest, either alone or in 
combination, all of the limitations of the claimed invention, and the Examiner must 
provide a motivation or suggestion to combine or modify the prior art reference to 
make the claimed inventions. M.P.E.P. §2142. The showings must be clear and 
particular and supported by objective evidence. In re Lee, 277 F.3d 1338, 1343, 
61 U.S.P.Q.2d 1430, 1433-34 (Fed. Cir. 2002); In re Kotzab, 217 F.3d 1365, 1370, 
55 U.S.P.Q.2d 1313, 1317 (Fed. Cir. 2000); In re Dembiczak, 50 U.S.P.Q.2d. 1614, 
1617 (Fed. Cir. 1999). Broad conclusory statements regarding the teaching of 
multiple references, standing alone, are not evidence. Id, 

The Examiner's motivation for modifying Patt with Talcott to have a fetch- 
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based accessed history table, as recited in claim 10, is "to increase branch prediction 
accuracy for many instructions, which is increasingly necessary for superscalar 
pipeline designs (Talcott: column 2, lines 3-7; column 1, lines 54-67; Patt: Abstract)." 
Paper No. 18, page 4. The Examiner's motivation is insufficient to support a prima 
facie case of obviousness for at least the reasons stated below. 

The Examiner's motivation is not a motivation as to why one of ordinary skill 
in the art with the primary reference (Patt) in front of him would have been motivated 
to modify Patt to have a fetch-based accessed history table with the teachings of the 
secondary reference (Talcott). The Examiner has not provided any evidence as to 
why one of ordinary skill in the art would modify Patt to have a fetch-based accessed 
history table in order to increase branch prediction accuracy. While both Patt and 
Talcott discuss about increasing branch prediction accuracy, the Examiner has not 
provided evidence that having a fetch-based accessed history table is a means of 
increasing branch prediction accuracy. The Examiner must provide some suggestion 
or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify Patt to have a fetch-based 
accessed history table in order to increase branch prediction accuracy. M.P.E.P. 
§2142. The Examiner is merely relying upon his own subjective opinion which is 
insufficient to support a prima facie case of obviousness in rejecting claim 10. In re 
Lee, 61 U.S.P.Q.2d 1430, 1434 (Fed. Cir. 2002). 

Further, the Examiner's motivation for modifying Patt with Talcott "to 
implement a counter corresponding to each instruction in the fetch group for 
increased accuracy (Talcott: column 4, lines 1 5-1 8)." Paper No. 1 8, page 4. There is 
no language in either claim 10 or 30 that states implementing a counter corresponding 
to each instruction in a fetch group. Applicants respectfully assert that the Examiner 
is ignoring claim language. The Examiner must consider all words in a claim in 
judging the patentability of that claim against the prior art. In re Wilson, 424 F.2d 
1382, 1385, 165 U.S.P.Q. 494, 496 (C.C.P.A. 1970); M.P.E.P. §2143.03. The 
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Examiner is merely relying upon his own subjective opinion in combining Patt with 
Talcott which is insufficient to support a prima facie case of obviousness in rejecting 
claims 10 and 30. In re Lee, 61 U.S.P.Q.2d 1430, 1434 (Fed. Cir. 2002). 

B. The Examiner has not provided any evidence establishing inherency. 

The Examiner acknowledges that Patt and Talcott do not explicitly teach that 
each entry in the branch history tables comprises a 1-bit counter, as recited in claims 
10 and 30. Paper No. 18, page 4. The Examiner asserts that it is inherent to 2-bit 
counters. Paper No. 1 8, page 4. Appellant respectfully traverses. 

The Examiner has not provided any basis in fact and/or technical reasoning to 
support the assertion that a 2-bit counter, as taught in Patt, inherently comprises a 1- 
bit counter. Ex parte Levy, 17 U.S.P.Q.2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). 
That is, the Examiner must provide extrinsic evidence that must make clear that a 2- 
bit counter, as taught in Patt, inherently comprises a 1-bit counter, and that it be so 
recognized for persons of ordinary skill. In re Robertson, 169 F.3d 743, 745, 49 
U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999). Consequently, the Examiner has not 
presented a prima facie case of obviousness in rejecting claims 10 and 30. 

Furthermore, as Appellant stated in Appellant's Appeal Brief, Appellant 
respectfully disagrees that a two-bit counter inherently comprises a one-bit counter. 1 
The Appellant has previously addressed this assertion in detail. See e.g. Applicant's 
Second Rely Under 37 C.F.R. §1.111, mailed September 5, 2003, (hereinafter, the 
"Applicant's Second Reply," page 5.) A two-bit counter has two output bits that are 
correlated. A one-bit counter has a single output bit, and two one-bit counters have 
two single output bits, that is the output bits are uncorrelated. The Examiner's 
assertion is tantamount to stating that the value "10" comprises the value "1" or, 

1 As the Appellant previously noted, this statement is similar to asserting that a bicycle "comprises" a 
unicycle. A bicycle is not two unicycles nor does a bicycle "teach" two unicycles because it has two 
wheels where a unicycle has one wheel. Similarly, a 2-bit counter does not comprise two 1-bit 
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equivalently, the value "0," which is contrary to common knowledge. Contrary to 
PTO practice, the Examiner has yet to address the substance of the Appellant's 
showings. See M.RE.P. § 707.07(f). This is not to say that a two-bit counter cannot 
be fabricated from one-bit counters and the appropriate interconnections. However, it 
would be appreciated by persons of ordinary skill in the art that the result is an 
integral device that is different than two one-bit counters, which have a different truth 
table than the two-bit counter. Thus, the Examiner has not presented a prima facie 
case of obviousness for rejecting claims 10 and 30. Id. 

C. The Examiner has not provided any motivation for modifying Patt to 
have each entry in the branch history tables comprise a 1-bit counter. 

The Examiner must provide a motivation for modifying Patt to have each 
entry in the branch history tables comprise a 1-bit counter, as recited in claim 10 and 
similarly in claim 30, from either the nature of the problem to be solved, the teachings 
of the prior art or the knowledge of persons of ordinary skill in the art. In re Rouffet, 
149 F.3d 1350, 1357, 47 U.S.P.Q.2d 1453, 1457-58 (Fed. Cir. 1998); M.P.E.P. §2143. 
Since the Examiner has not provided such a motivation, the Examiner has not 
presented a prima facie case of obviousness in rejecting claims 10 and 30. M.P.E.P. 
§2143. 



counters. 
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IV. CONCLUSION 

For at least the reasons stated above and in the Appeal Brief filed by Appellant 
on August 31, 2004, the rejections of claims 10 and 21-40 are in error. Appellant 
respectfully requests reversal of the rejections and allowance of claims 10 and 21-40. 

Respectfully submitted, 
WINSTEAD SECHREST & MINICK P.C. 
Attorneys for < 
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